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PRE-APPEAL BWEF REMARKS 
Applicant suteiita that the final Office Action issued on February 11, 2008 by tbe 
yyamtnpT in the present s^lication contains clear earors in the pxanoiner's rejections as well 
as omissions of one or more essential eloneota needed for a prin|a fecie rejection. 

The Examiner has rejected claims 1-16 and 24-28 under 35 USC 103(a) as being 
unpatentable over two non-patent refcrraces to the Moi^e Ekectronic Registratioa System 
(MBRS and MEEIS H) and U.S. Patent Application Publiiiation No. 2002/0107703 to 
Feinberg et aL (hereinafter Teinberg"). "MBRS" refers to the article. Tor Mortgages— 
MERS emerges," Bankera Research February 1997. "MBRS IT refiscs to the article, "MERS 
aids electronic mortgage market," Mortgage Banktog, January 1997. 

i 

Specifically, the Examiner has cited page 1 of MbAs for the claim 1 dement, 

'^oviding, by an input device transaction information assodated with at least one Ken to a 

conqniter system for assisting >»jth loan, settlements, said information inchidiog at least a 

settlement date and a lender identificatioii associated with at l^ast one proper^ loan" The 

BxaminGr cited liie following passage of MERS on page 3 of lh4 OfiSce Action: 

MERS will fotthorize its members to act as its agoit for filing of title 
and mortage deeds. Then paiticipating mortgage lenders will make 
mortgages in the name of MERS, rather than their own names. With the 
registraticm in MERS' name, fransfos of servicing or ownership to 
other MERS members can be made by filing electronical^ with MBRS. 

I 

Rirther, the Examiner has cited page 1 of MBRS for the claim 1 elenent, 

"detennmmg, by the systeni, that the at least one lien has not beeai released and is doe fiir 

lelease**. The Examiner cited the folbwing passage of MERS on page 3 of the Office Actkm: 

One additional benefit will be in5)0Ttant to present oxracrs and new 
boiTOwers. There are today many properties on which the naor^ages 
have been paid off but in which no one will file to sekase ttie Km. A 
comzDon case is when the niortgage was made by a ^"^rngs & loan that 
was taken over by the Resohition Tmst Canxpdny. The original lender 
no longer exists, and the RTC oft» wonH file the poper, contending it 
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hasnoauAoritytodDso. With MERS mortgages, MERS will be able 
to file the release^ 

F^irther^ on pages 3-4 of the Office Action, the Exaxmn^has cited page 5 of MERS n 

fw: the daim 1 elemeot, •'requesting by the inpfut device^ tradrifag of arelease of said at least 

one liea by said system to detmmne whethjo: the at least one lidn has beea released according 

to a trigger date detennined based on Ihe settlement date'*; Against this element, the 

Examiner cited the following from page 5 of MERS II: 

A method and system for automating the preparation, recordatiaD, 
traddng and filing of liens, assignments, and other legal documents 
relating to securing payment of a debt or other obligation or transfer of 
owneish^ of BXi asset 

On page 4 of the Office ActLOn, the Bxamoboier cited Feihberg for the claim 1 dement, 
*'«SQd]ng, by the system, a signal to the input device indicating tiiat the at least one Hen has 
not been released and is due for released The Bxammer citedparagcaphs 0017 and 0016 of 
Feinbeitg as follows: 

The client transntnts an e-mail message to ibid datapn^cessing server via 
the Internet giving notice that the client has receivd|d proper payment 
for a given patient's services... The release is preptered according to 
guidelines from each jurisdiction previously stored on the database. 

Even with regard to the preamble "[A] conqniter system for ordering the tracking of a 
Hen release", the Examiner cited the following passage from page 1 of ^4BRS on page 2 of 
the Office Action: 

MERS naission in life is to elimmate aU but the first lustration ^ 
release. All intermediate changes of ownership or servicing will be 
electronic^ registered with MERS, and none will have to be filed unless 
the buyer ortrans&ree is not a member of MERS. | 

I 
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This rejection of claim 1 is deficient on its face in fbat all the Examzner has done is 
repeat verbatim the claimed elements/steps and refisr to sections of the prior art references 
without providing an e3q)lanation of how the prior art reads on the claims^ There has been no 
atteiDpt on the Examiner's part to equate or particularly point out specific language in 
prior art and apply it to the claimed el^nents/steps. 

With regard to the citation of MERJS against the first ci^ed element of claim 1 above, 
tiiere is absolutely nothing whatsoever in this cited portion of ^RS that discloses or relates 
to providing a critical date. There is flower nothing in MERS tiat even remotely reads on the 
second step/element of detCTxining that a lien has not been released and is due fin: retease. 
Withr^aixl to the citation of MERS II against the next cited element of daim 1 above^ thae 
is nothing in the MBRS II citation pertaining to requesting thejtracking of a lien r&lease OR 
detennining whether a lien has been.released according to a tn^er date determined based osi 
the settlement date. Widi regard to the Feinberg citation, thbe is nothing in the citation 
related to a lien that has not been released but is due far release. With respect to the 
prcamble, there is nothiqg related to ordering tibie tracking of a lien release. 

Applicant's invention is disclosed in the specification ^ the present application^ and 
Applicant has provided comments regarding AppKcant^s invention in the past. See, for 
cxan^jle, pages 7-9 of Applicant's response dated November 6, 2007. Applicant has abo 
provided infoimation as to the Mortgage Electronic Registration System (MERS) in 
Applicant's information disclosure statement dated June 3, 2008 (8ee> e.g., Section IV on 
pages 12-15 of Missouri Law Review article cited therein).! Such information supports 
Applicant's position that the application of MERS k clea^ty oroneous in the present 
application. MBRS has nothing to do with tracking whetbter Kens have been released, 
ordcriDg the tracking of Hen releases, and/or determining whether a lien is due fisr rdease 
upon sdtis&ction of the underlying note. | 
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In addition to the above. Applicant takes note that, in its co-pending ^Kcaticm sctM 
no. 10/630,532, the Examiner had previously ^Ked MHRS as prior art against a claim 
element (^^identifying at least one lien where a note xmderlying the at least one liea has beea 
satisfied, and identifying whether the at least one lien. . .is due for release") which is similar to 
claim elements in the present application. However, in a subsequent Office Action in the '532 
plication issued on July 17, 2008, the Examiner removed tiie application of MERS from 
this claim element Ihus, the Exannner now shears to agree tliat MKE^ 
SQch claim language. 

The above discussion higihUghts MERS ' mo st significant omissions with respect to tt» 
present invention. The con^lfi^e lack of disclosure with rekpect to anything odnet than 
lecording lien ownerah^) efSectively negates MERS's usefidniss as a reference against Ifae 
present invention. Ihe Examincr*3 actions in co-pending' application no. 10/630,532 
adcnowledge this. 

Thus^ it has been shown that contrary to the requirements of 35 USC 103(a), MERS 
^es not teach or disclose many of the recited clauses contained in claim 1 of the present 
invention. The other independent claims contain similar or exact recitations for the steps 
and/or elements as those xn claim L The analysis pertaining to claim 1 ^lies equalty to the 
other independent daims to the extent the language in the les^^ective claims is similar. 

j 

One additional element in claim 10 recites '*an alert' mechanism for receiving an 

electronic signal and notifying at least one entity in the event'a release for said at least one 

lien has not occurred and is one of due or overdue based on statutory requirements associated 

with said identified lender*'. Against this element, the Examiner has cited p^e 1 of MERS on 

pages 8-9 of the OflBce Action as follows: 

One additional benefit will be inqxMtant to present owners and new 
borrawers. There are today many properties on wl^ch title mortg^^ 
have been paid off but in which no one will file to release the lien. A 
common case is when the mortgage was made by a ^vings & loan that 
was taken over by the Resolution Trust Company. The ordinal kixdec 
no longer exists, and the RTC often won't file the p{Q)er, contending it 
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has no authority to do so. With MERS mortgages, MBRS will be able 
to file the release. 

The .Examiner also dtedpage 5 of MBRS 11 agaixistthis elemeM as follows: 

He notes that all parties will mctfe easily be able to trade loans to ensure 
that conttactual obligations are being met | 

I 

These cited portions are inapplicable- With regard to tie citation of MERS U in to 
instance, the MBRS II citation refers to contmciual obligationsjand not statutory obligations. 
Real property loan agreenstents will not include an obligation on the part of the lender to 
teleMC a Uen within a period of time after the underlying note is paid - this is ^statutory 
lequirement Hence, the MBRS H citation only confinns MEr4' role and lack of relevance to 
the iavention as prescnUy claimed Similar citations againtt elemfints of claioi 24 ar« 
siroilady inapplicable. 

In addition to the above with regard to the indq)endcrrtcla^ the d^jcaident claims 
would be allowable if the base independent daiins were aUowel. 

It is Applicant's belief that the Bxaxniner has misch^acterized and xxns^lied the 
teachings of MBRS, MBRS n and Feinberg as they pertainj to the claims of the present 
invention fOT the reasons set forth above. Reconsideration andl withdrawal of refected claims 
1-16 and 24-28 based on MBRS is requested ' 

RespectMly submitted 



d ^ ^'''^lliomas F- Bergert, Attomey fM Apphcant 
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